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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Bef ore THOVAS, JERRY SM TH and RUGE ERO, Adnini strative Patent
Judges.

RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 1-6 and 8-11. Caim7 has been allowed by the
Exam ner .

The clained invention relates to a bootstrap circuit for

use with | ow vol tage power supplies and sources.

! Application for patent filed June 3, 1994.



Appeal No. 96-3442
Application No. 08/253, 884

Representative claim1l is reproduced as foll ows:

1. An integrated circuit conprising a bootstrap circuit
I ncl udi ng:

at least a pair of drivers and one capacitor coupled in a
configuration form ng a bootstrap node, each of said drivers
havi ng an i nput port; and

a bipolar transistor having its emtter coupled to said
node and having its base coupled to the input port of one of
said drivers.

The Exami ner relies on the follow ng references?:

Shi n 4,965, 470 Cct .
23,
1990
Sobue et al. (Sobue) 5,394, 038 Feb. 28,
1995

(Effectively filed Mar. 13,
1992)

Clains 1-6 and 8-11 stand rejected under 35 U S.C. § 103.
The rejections of the appealed clains are set forth by the
Exam ner as foll ows:

1. dainms 1, 4, 10, and 11 are rejected under 35 U S. C
8 103 as being unpatentable over the prior art as illustrated

in Fig. 1 of the present application in view of Shin.

2 The Exami ner has additionally relied on a description of
the prior art on page 3 of the specification and illustrated
in Figure 1 of the draw ngs.
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2. Cainms 2, 3, 5, and 6 are rejected under 35 U.S.C. §
103 as bei ng unpatentable over the prior art as illustrated in
Fig. 1 of the present application in view of Shin and further
in view of Sobue.

3. Cains 8 and 9 are rejected under 35 U S.C. §8 103 as

bei ng unpatentable over the prior art as illustrated in Fig. 1
of the present application in view of Sobue.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the Brief and Answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the Exam ner and the
evi dence
of obvi ousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the Appellant’s
argunments set forth in the Brief along with the Exam ner's
rational e in support of the rejections and argunents in

rebutt al
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set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evi dence relied upon and the level of skill in the particular
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clains 1-
6 and 8-11. Accordingly, we reverse.

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the Exami ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. G r. 1988).
In so doing, the Exam ner is expected to nmake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one

having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone
teachi ng, suggestion or inplication in the prior art as a

whol e
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or know edge generally available to one having ordinary skil
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825 (1988); Ashland Ql, Inc. v. Delta Resins & Refractories,

nc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc.

I

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.

Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prima facie case
of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USPQd
1443, 1444 (Fed. Cir. 1990).

1. The rejection of clains 1, 4, 10, and 11 as

unpat ent abl e over the prior art illustrated in Fig. 1 of the

present application and Shin.
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Appel | ant argues on page 4 of the Brief that the Exam ner
has i nproperly used a “hindsight” approach to conbi ne the
teachings of the prior art. Appellant contends on page 4 of
the Brief

One indication that the Exam ner has inproperly
used this “hindsight” approach is the fact that neither
the Shin patent nor the Sobue et al. patent even arguably
relates to bootstrap circuits. The Exam ner has not
cited even a single prior art docunent that discloses
bootstrap circuits as a basis for his rejection. Thus,
the entire basis for the Exaniner’s rejection stens not
fromthe Examner’s search of the prior art, but
fromapplicant’s disclosure.

The Exam ner has responded (Answer, page 6) that
“hi ndsi ght” has not been used since the notivation for the
conbi nation is not that Shin teaches a bootstrap circuit but
rather a specific driver which could be enployed for
Appel l ant’ s general driver illustrated in Fig. 1 of the
speci ficati on.

On this particular point we nust disagree with Appellant.
The prior art teaching of a bootstrap circuit is provided by
the description at page 3 of Appellant’s specification and
further illustrated in Fig. 1 of the drawings. The fact that
the secondary reference to Shin does not disclose a bootstrap

circuit is not necessarily fatal to the proposed conbi nation

6
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of references since the basic teaching of a prior art
bootstrap circuit is provided in Appellant’s specification and
dr awi ngs.
Appel I ant further contends (Brief, page 6 )that there
IS no teaching in Shin which would | ead one of ordinary skil
to nodify a conventional bootstrap circuit to include a
bi pol ar transistor coupled in the manner clainmed. W note
that Appellant’s claim1l recites
at least a pair of drivers and one capacitor
coupled in a configuration form ng a bootstrap node,
each of said drivers having an input port; and
a bipolar transistor having its emtter coupled

to said node and having its base coupled to the input

port of one of said drivers.
More specifically, Appellant argues (Brief, pages 7 and 8)
that Shin teaches away fromthe clainmed invention since the
circuit of Shin operates to restrict supply voltage to within
vol tage supply rails in contrast to the bootstrapping
operation of Appellant’s clainmed circuit. In addition,
Appel l ant points to the fact that Shin is not in any way

concerned with boosting output voltage as an indication of the

| ack of notivation for the proposed conbi nation.
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I n response, the Exam ner (Answer, page 7) argues that
the validity of the proposed conbinati on of teachi ngs does not
rest on how Shin operates in its disclosed environnment but
rat her whether the nodification of the prior art with the
driver of Shin would inpede the operation of such prior art.
The Exam ner concludes that since the role of a driver is to
out put high and | ow out puts, the use of a driver such as in
Shin in the prior art bootstrap circuit illustrated in
Appellant’s Fig. 1 would not inpede the operation of such
bootstrap circuit, thereby maki ng the conbi nati on a proper
one.

We have carefully considered the argunents of Appellant
and the Exam ner. Although we reject Appellant’s argunent
that the Exami ner’s proposed conbination fails because of |ack
of teaching of a bootstrap circuit in the secondary Shin
reference, we agree with Appellant that the disclosure of Shin
is totally lacking in notivation for nodification of the prior
art since Shin is not concerned in any manner w th boosting
out put voltage. The Exam ner’s reasoning that the circuit of
Shin woul d not inpede the operation of the prior art bootstrap

circuit can not alone provide proper basis for the proposed
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conbination if one of ordinary skill were not notivated to
make the conbination in the first instance.

Wth respect to clains 10 and 11, the Exam ner (Answer,
page 4) has referenced portions of Shin involving activation
and deactivation voltages in relation to the clainmed nethod
steps. However, all limtations in a claimnust be considered
for prior art purposes. The recited bootstrap circuity
structure including the connection of the bipolar transistor
to the bootstrap node affects the nethod steps in a
mani pul ati ve sense and nust be given weight. For the reasons
previ ously di scussed, the Exam ner has not nmade a prinma facie
case of obviousness.

2. The rejection of claine 2, 3, 5, and 6 as being

unpat entabl e over the prior art as illustrated in Fig. 1 of

the present application in view of Shin and further in view of

Sobue.

Clainms 2 and 3 depend fromindependent claim1 and cl ai ns
5 and 6 depend from i ndependent claim4 and incorporate al
the limtations of clains 1 and 4 just discussed. Sobue was
cited to neet the base clanping feature of the bootstrap

circuit, but does not overcone the innate deficiency of the
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conbi nation of the illustrated prior art of Appellant’s Fig.

and Shin. Therefore, we do not sustain the rejection of
claims 2, 3, 5, and 6 for the reasons di scussed above.

3. The rejection of claine 8 and 9 as bei ng

unpat entabl e over the prior art as illustrated in Fig. 1 of

the present application in view of Sobue.

Wth respect to the Sobue patent applied by the Exam ner

to provide a teaching of a base clanping circuit, Appellant

argues | ack of notivation for nodifying the prior art (Brief,

page 9).
Appel I ant contends that the purpose of the base clanping

circuit in Sobue is to avoid electrostatic destruction, a

feature which is not anal ogous to the reverse node transistor

operation described in the present application. Appellant
asserts that one of ordinary skill would not conbi ne Sobue
with the prior art since the avoi dance of electrostatic
destruction as described in Sobue is a totally different
phenonenon than the prevention of the discharging of the
boot strap capacitor acconplished by the base clanp in the

present clainmed invention. Appellant further contends that

10

1
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even assum ng the conbination is proper, such conbination
woul d not result in the invention as clained.

The Exam ner’s response is to argue (Answer, pages 7 and
8) that proper notivation exists for nodifying the prior art
with the base clanping circuit of Sobue even though such
notivation would be for a different reason, i.e. prevention of
el ectrostatic destruction rather than inhibiting bootstrap
capacitor discharge. On this particular point, we agree with
the Exam ner’ contention that a show ng of proper notivation
does not require that a conmbination of prior art teachings be
made for the sane reason as Appellant to achieve the cl ai ned
i nvention.

We note in general terns that circuitry utilizing MOS
transi stors woul d benefit froma device which clanps excessive
energy resulting froman internal breakdown condition known as
“electrostatic destruction.” However, we are in agreenent
wi th Appellant that, even assumi ng that one of ordinary skill
were notivated for any reason to nodify the prior art
bootstrap circuit by adding a base clanping circuit such as in
Sobue, the conbination would not result in the invention as

claimed. W note that Appellant’s claim8 recites

11
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at least a pair of drivers and one capacitor
coupled in a configuration form ng a bootstrap
node, each of said drivers also having an input
port;
a transistor coupled to the bootstrap node; and
a clanping circuit coupled to said transistor.
As can be seen, this claimrequires a clanping circuit coupled
to a transistor which in turn is coupled to a bootstrap node
formed by a configuration of a pair of drivers and a
capacitor. Aside fromthe general assertion that it would be
obvious to add a clanping circuit to the prior art, the
Exam ner has not indicated how and where such clanping circuit
woul d be coupled to the prior art bootstrap circuit to achi eve
the clained invention. W are not inclined to dispense with
proof by evidence when the proposition at issue is not
supported by a teaching in a prior art reference, common
know edge or capabl e of ungquestionabl e denonstration. CQur

reviewi ng court requires this evidence in order to establish a

prima facie case. In re Knapp-Mnarch Co., 296 F.2d 230, 232,

132 USPQ 6, 8 (CCPA 1961); In re Cofer,

354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).

12
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In summary, we have not sustained any of the Examiner’s

rejections of t

of the Exam ner

he clains on appeal. Therefore,

t he deci si on

rejecting clains 1-6 and 8-11 is reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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